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DETAILED ACTION 



Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for 
patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effect under this subsection of a 
national application published under section 122 (b) only if the 
international application designating the United States was published under 
Article 21(2) (a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the 
United States before the invention by the applicant for patent, except that 
a patent shall not be deemed filed in the United States for the purposes of 
this subsection based on the filing of an international application filed 
under the treaty defined in section 351(a) . 

2. Claims 21, 23-26, 30, 33-37 and 39 are rejected under 35 
U.S.C. § 102(e) as being anticipated by Wendelrup, U.S. Patent 
Application Publication No. 2002/0023099 (hereinafter 
Wendelrup) . 

Regarding claim 30, Wendelrup discloses a method of 
transmitting a compressed digital data file comprising: 
identifying a receiver (see Figure 2) ; 

selecting a compressed data file from a compressed data 



file list (see Figures 4 and 5) ; and 
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transmitting data for identifying and the selected 
compressed data file to a receiver terminal, the data for 
identifying having a file information of the compressed digital 
data (paragraphs 0029, 0034, 0039 and 0040). 

Regarding claim 37, Wendelrup discloses a digital data 
terminal (2) comprising: 

a compression digital unit to provide compressed digital 
data (paragraph 0025) ; 

a memory to store compressed digital data (unit 10, 6, 8 or 
12 from Figure 1) ; 

a wireless transmitting/receiving unit to transmit and 
receive digital data (paragraphs 0006-0009) ; 

a controller to control a flow of digital data, wherein the 
controller determines whether received digital data includes 
recognition data to recognize a compressed data file (see 
Figures 4 and 5) . 

Regarding claim 21, Wendelrup discloses a method for 
transmitting a compressed digital data file (paragraph 0025) 
comprising: 

providing an input window for inputting information of a 
receiver (18) ; 
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providing a stored compressed data file list to allow the 
receiver to select a compressed digital data file to be 
transmitted (Figures 4 and 5) ; 

combining the input receiver information and data 
information for identifying the selected compressed digital data 
file and transmitting the combined information to a receiver 
terminal (paragraphs 0039 and 0040) ; 

determining a transmission path of the selected compressed 
data file according to a state of the receiver terminal 
(paragraph 0034) . 

Regarding claim 23, see paragraph 0034. 

Regarding claim 24, see Figure 3. 

Regarding claim 25, see paragraph 0034. 

Regarding claim 26, see paragraph 0034. 

Regarding claim 33, see paragraph 0034. 

Regarding claim 34, see paragraph 0034. 

Regarding claim 35, see paragraph 0034. 

Regarding claim 36, see paragraph 0034. 

Regarding claim 39, see paragraphs 0034 and 0025. 

Regarding claim 40, see Figures 2 and 3. 
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Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4. Claim 27 is rejected under 35 U.S.C § 103(a) as being 
unpatentable over Wendelrup in view of Kim, U.S. Patent 
Applicat ion Publication No. 2004/0110545 (hereinafter Kim) . 

Regarding claim 27, Wendelrup discloses a digital data 
transmitting/receiving terminal (2) comprising: 

a display unit for outputting visual digital data (18) ; 

a compressed digital data outputting unit for outputting 
compressed digital data (paragraph 0025) ; 

an input device for generating input digital data according 
to a user's input command (see Figures 2 and 3); 

a memory for storing digital data (unit 10, 6, 8 or 12 from 
Figure 1) ; 

a wireless transmitting/receiving unit for transmitting and 
receiving digital data (paragraph 0024) ; 
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a controller for controlling flow of the digital data, 
wherein the controller includes a data discriminating function 
to discriminate whether the digital data received by the 
wireless transmitting/receiving unit includes recognition data 
having a file information of the compressed digital data (see 
Figures 4 and 5) . 

With further respect to claim 27, Wendelrup does not 
explicitly teach the input device is a key pad. However Kim 
discloses this limitation (see Figure 1) . Therefore it would 
have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Wendelrup with the key pad 
taught by Kim. This modification would have improved the 
ergonomics of Wendelrup by allowing the user to operate the 
phone in a conventional manner as suggested by Kim (paragraph 
0011) . 

5. ' Claims 22, 31 and 38 are rejected under 35 U.S.C § 103(a) 
as being unpatentable over Wendelrup in view of Fell et al, U.S. 
Patent Application Publication No. 2004/0092251 (hereinafter 
Fell) . 

With respect to claim 22, Wendelrup teaches the data 
information for identifying includes a synchronization code 
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informing transmission of the compressed digital data file and a 
type, and name of the data file (see Figures 4 and 5) . Wendelrup 
does not explicitly teach the recognition data includes the 
capacity of the file. However Fell discloses this limitation 
(see Figure 3) . Therefore it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
modify Wendelrup wherein the recognition data includes the 
capacity of the file as taught by Fell. This modification would 
have modernized Wendelrup by allowing a customer to specify 
delivery instructions as suggested by Fell. 

Claim 31 is rejected for the same reasons as claim 22. 

Claim 38 is rejected for the same reasons as claim 22. 

6. Claims 28 and 29 are rejected under 35 U.S.C § 103(a) as 
being unpatentable over Wendelrup combined with Kim in view of 
Fell. 

With respect to claim 28, Wendelrup combined with Kim 
teaches the recognition data includes a synchronization code 
informing transmission of the compressed digital data file and a 
type, and name of the data file (see Figures 4 and 5 from 
Wendelrup) . The combination of Wendelrup and Kim does not 
explicitly teach the recognition data includes the capacity of 
the file. However Fell discloses this limitation (see Figure 3) . 
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Therefore it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to further modify the 
combination of Wendelrup and Kim wherein the recognition data 
includes the capacity of the file as taught by Fell. This 
modification would have modernized the system by allowing a 
customer to specify delivery instructions as suggested by Fell. 

Regarding claim 29, see paragraphs 0034 and 0025 of 
Wendelrup . 

Response to Arguments 

7. Applicant argues Wendelrup does not teach the claimed 
combining and transmitting limitations. Examiner respectfully 
disagrees. Wendelrup teaches dispalying a list of MP3 files and 
then selecting one of. these files for transmission (see Figure 
4) . The user-selected file reads on the claimed input receiver 
information , while the MP3 file name is functionally equivalent 
to the claimed data information for identifying the selected 
compressed digital data file . Because Wendelrup teaches the 
user- selected file and the MP3 file name are sent to the 
terminal, Wendelrup teaches the claimed combining and 
transmitting limitations . 

Applicant also disputes Wendelrup does not teach the 
claimed determining limitation. However Wendelrup teaches 
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selecting a storage location (10, 6, 8 12 and 4) based on its 
availability (paragraph 0034) . Therefore Wendelrup discloses the 
claimed determining limitation. 

Applicant further contends Wendelrup does not show the 
claimed controller and discriminating function . Examiner 
respectfully disagrees. Because Wendelrup is able to recognize 
and differentiate between various MP3 file names , Wendelrup 
teaches the claimed controller. Should Applicant insist on 
asserting that Wendelrup does not teach the claimed controller, 
Examiner request that Applicant point out the portion of 
Applicant's disclosure that details the claimed controller and 
discriminating function . 

Conclusion 

8. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Olisa 
Anwah whose telephone number is 571-272-7533. The examiner can 
normally be reached on Monday to Friday from 8.30 AM to 6 PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Fan Tsang can be 
reached on 571-272-7547. The fax phone numbers for the 
organization where this application or proceeding is assigned 
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are 703-872-9314 for regular communications and 703-872-9314 for 
After Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-305-3900. 
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Olisa Anwah 
Patent Examiner 
April 26, 2005 
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SUPERVISORY PATENT EXAMINER 
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